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Status 

1 )KI Responsive to communication(s) filed on 05 September 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 28-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 28-46 is/are rejected. 
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Application Papers 
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DETAILED ACTION 

1 . Claims 28-46 are pending in the instant application. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on September 5, 2008 has been entered. 

Response to Arguments 

3. The remarks filed on September 5, 2008 have been fully considered, however, they are 
not persuasive in overcoming the 35 USC 103 rejection over US 5,719,147. Applicant's remarks 
are addressed by the new rejection set forth herein, Section 4. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 



4. 



Claims 28-46 rejected under 35 U.S.C. 103(a) as being unpatentable over US 5,719,147. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



Scope and Contents of the Prior Art 

The prior art generically teaches alkylation of morpholinyl nitrogen (column 58): 



which requires cyclization of the product obtained from the generic scheme shown above 
to produce the triazole substituted final product. 

Multiple embodiments disclose species of the generic reaction above: ie. processes of 
alkylating the morpholinyl nitrogen (optionally followed by cyclization to form triazole) 
which use a variety of reagents, reaction conditions, etc. See representative embodiments 
noted below: 

Example 17 - column 75 teaches use of DMF and anhydrous potassium 
carbonate 

Example 45 - column 88 teaches drying and further heating at 140-150 by 
refluxing in xylenes 




with a specific embodiment to the preparation of the compound 



(eg. column 104, Example 75) with 79% yield, 
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Ascertaining the Differences between the Prior Art and Claims at Issue 

The instant reaction is a species encompassed by the generic teaching of the prior art. 

Resolving, the Level of Ordinan- Skill - Prima Facie Case of Obviousness 
The generic teaching provided by the prior art disclosure, and the numerous 
embodiments, suggest to one of ordinary skill to practice the instantly claimed process 
with a reasonable expectation of success. The motivation would be to practice different 
processes of making the instantly claimed product of formula la which has utility. 

It is noted that specific limitations that are not expressly taught by the totality of the 
disclosed embodiments of US 5,719,147 do not add patentability to the claimed process 
(eg. see MPEP 

Therefore, the instant claims are prima facie obvious over the disclosure of US 
5,719,147. The rationale that supports the conclusion of obviousness is taken from 
MPEP 2141 and MPEP 2143, excerpts below: 

' E ! "Obvious to tiy'" - choosing from a fimte 
nn i identified re&ctabl mi n tl 
reasonable expectation of success; 

The rationale to support a eonehisiott that the claim 
^uul'kw c :^it l. >- .- tho i men of ordinary 
skill has good reason to pursue tlie known options 
withm Ins i '. lies te kn il grasp If th ead to ire 
anticipated success if is oks-h that pf. luct [i i nji 
of .nn ti • ! r uf cidmar 1 ^ > ia,i. a 



Conclusion 

5. No claims allowed. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUN JAE Y. LOEWE whose telephone number is (571)272- 
9074. The examiner can normally be reached on M-F 7:30-5:00 Est. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)272-0699. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sun Jae Y. Loewe/ 
10-28-2008 



/Kamal A Saeed, Ph.D./ 
Primary Examiner, Art Unit 1626 



